, "?‘5_. STATEMENT OF CONSIDERATIONS

CLASS WAIVER OF TH.E GOVERNMENTS U S. AND FOREIGN PATENT RIGHTS
.1 IN.CERTAIN IDENTIFIED INVENTIONS MADE IN THE COURSE OF

OR UNDER MANAGEMENT AND OPERATING CONTRACT NO: DE-AC77-94PC91 008
- BETWEEN THE DEPARTMENT OF ENERGY AND BDM OKLAHOMA INC :

S . Vo W(C)-94-006 CH-0832 ‘

_ The Departrnent of Enerﬂy (DOE) unhke most other Government agenctes, employs
o contractors. both for-proﬁt and nonproﬁt orgamzauons to manage and operate certain of its.
- ma_]or research, production and weapons facthues. and its National Laboratories. BDM *
' Oklahoma, Inc., a large business, for-profit corporatron, under Prime Contract - :
. DE-AC22-94PC91008:(91008 Contract) ‘with DOE, manages and operates certain of the O
- ‘-Govermnent-owned facnhttes of the DOE Bartlebvrlle Research Facthty located in Bartlesvrlle

' '“Oklahoma_

~ IR ' These Govemment-owned Conrractor-operated fac1ht1es have for some forty years o
. beneﬁtcd DOE and its predeccssor agencies in carryrmr out agency ‘research, development, and

. 'dernonstratton programs. Such facilities. have, in great measure, had a remarkable record of
\ . . scientific-and technical success. Tlus success is due, in part. to the unique contractual -
- :irelattonshlp that exists between DOE and its management and operating (M&O) contractors

" - viz,, the dedication of both techmcal and administrative skills of a private orgamZatlon such as

S ‘BDM Oklahoma, toa srgmﬁcant Federa.l mission in a close, long-term, cooperatwe relauonshrp

U

SR (,urrently, the: Department’s nonproﬁt M&O contractors have the right to retain utle 0]
o mvcntlons made in the performance of their prime contract with DOE pursuant to Title 35US. C.
S 202 (Pubhc Law 96-517, as arnended hy Publtc Law 98-620), other than those mventrons

S excluded by Section 202(a)(i-iv)-

S In 1983 President Reagan's Memorandum on Govemment Patent Pohcy was
B ‘prornulﬂ ated dtrecttng that: . '

. to the extent permttted by law agency pohcy wnth respect to the -
.~ disposition of any invention made in. the performance of a federally
" finded research and development contract, grant or cooperauve
- agreement award shall be the sarme or substantlally the same a@s
- applied 10 small business firms and nonproﬁt orgamzattons under
' Chapter 18, Tttle 35 of the Umted States Code

DOE consrdered the tmpact of the Pres:dents Mcmorandum on n its patent poltcy with
,\rcspect to large busmess for-profit contractors, mcludmg its M&O conu'actors and determined
- that Section 152 of the Atomic Energy Act of 1954 (42 U.S.C. § 2182), as amended, and Section
. 9of the Federal Non-Nuclear Energy Research and Development Act of 1974 (42 U. SC.§
5908), precluded DOE from automatically granung title to its large business for-proﬁt
contractors ‘pursuant to the Presxdent s Memorandum.




| "j",23*

. BDM Okla.homa, hke omer of the Depanment s Iarge busmess, for-ptoﬁt M&O
" contractors, currently has the nght to file identified waiver petitions on inventions made in the
 performance of the 91008 Contract. This process imposes a substantial front end administrative -
burden, both on the Department and on BDM Oldahoma, in prepanng and processing such

: .mdmdua! wmver pennons

Wnth thc overall goal of i mcorporatmg the rescarch results from the BDM OLIahoma -
91008 Contract into the mainstream of American commerce in the most expeditious manner
' consistent with the President’s Memorandum, as referenced in Executive Order 12591 dated .

o April 10, 1987, and in accordance with the authority of Section.152 and Sectiori 9, above, it is

believed to be in the best interest of the United States and the general public to grant a Class
Waiver to certam xdentxﬁed mvenuons made by BDM Oklahoma under the 91008 Contract as set
forth herem '

l‘ he scope of thxs Class Wawer is directed to the class of 1dem1ﬁed inventions ‘Which

o - comprises subject inventions made by employees of BDM Oklahomia in the performance of the

. 91008 Contract. It is thus intended to treat BDM Oklahoma substanually the same as M&O
contractors which are small business or nonprofit orgamzatlons More specifically, the scope of
* the Class Waiver shall include U.S. and foreign patent rights to identified inventions made in the
L pexformance of the 91008 Contract for the facilities managed by BDM Oklahoma at the
- Bartlesville Research Faclhty Excluded from the scope of this Class Waiver are inventions

' "Whlch (1) fall w1thm DOE's weapons programs, which inventions principally relate to weapons

~ or inherently disclose or suggesta weapons application where such disclosure or suggestion
. would be detrimental to national security; relate to naval nuclear propulsion; relate {0 uranium
" enrichment (mcludmg isotope separation); relate to storage and disposal of civilian high level
" nuclear waste or spent nuclear fuels; fall within and are covered by any other exceptional -

- circumstance determination issued by DOE; (2) relate to subject matter that is classified or. -

sensitive under Section 148 of the Atomic Energy Act of 1954, as amended; (3) come within the

ambit of 1ntemauona.1 agreements or treaties in existence at the time of execution of the contract

modification eﬂ'ectmg this Class Waiver in the'91008 Contract, or future interhational

. agreements or treaties, provided BDM Oklahoma is formally advxsed in writing of the existence -
- of such prior to the reporting of the inventions to. DOE by BDM Oklahoma; (4) are subject

©  inventions covered by existing or future Class Waivers granted to third parties by DOE, such'as

" "Work for Others", "Merals 1ditiative", etc.; or (5) fall within any further exceptions that may, in
the national interest, be. desxgnated by thc Secretary and are added by unilateral amendment by

. DOE 1o the 91008 Contract. This Class Walver does not mclude mvenuons of subcontractors -

, under the 91008. Comract

. Most of thc inventions made under the 91008 Prime Contmct require additional

- development before they will become available in the commercial marketplace. This is because
many of the inventions made by BDM Oklahoma are founded upon basic or advanced research.
- Additionally, many of these inventions are ‘conceptual in nature and are on a laboratory or proof-
of-principle scale. .Scale-up to a commercial size demonstration of the inventive concept is often
. a prereqmsnc to negouatmg royalty-bearing hcenses Fmally, many of the inventions arising out




. quire substantial capital and other costs in order to translate the
" invention into commercial reality; such costs, for example; include further :n_gineering, design,
start-up and marketing. S o ‘ _

‘of DOE's exic'fgy’,reééa}c'h will re

" A Class Waiver of the Govemnmeént's rights in identified inventions as set forth herein will

. create sufficient exclusive rights in thesc inventions to bring fo.tth.priyate risk capital to

" expeditiously promote and move the techriology into the commercial marketplace and thereby
~ make the benefits of DOE's programs widely available to the public in the shortest practicable -
‘time. ‘The grant of this Class Waiver will provide BDM Oklahoma with the certainty of tile to.
" -subject inventions which will permit early discussions and negotiations with industry with ~ -
.’ Tespect to intellectual property rights, thereby expediting licensing arrangements and other.

. imteractions :with industry. " The 91008 contract authorizes BDM Oklahoma to establish 2. .

|

“[icensing program whereby waived inventions and copyrighted software could be moved in an

" expeditious manner into the commercial marketplace by means of appropriate licensiag . -
_. + agreeménts.” The grant of the waiver will greatly assist BDM Oklahoma in implementing this -
~." licensing program.> . - T T '
S ,-Additidnaliy;.i;ndér‘d;g‘iuthogity of the “National Competitiveness Technology Transfer -

" .Actof 1989"(P.L. 101-1 89), BDM Oklahoma is & thorized to enter into Cooperative Research

.- “and Development Agreements (CRADAS) with universities, the private sector and other Federal

‘laboratories for the purpose of promoting technology transfer between the Federal laboratories
©and the private sector in the United States. By having a waiver of the Governmeant's rights in .

~ -subject inventions falling within the scope of this Class Waiver, BDM Oklahoma will be able to

~* combine, where appropriate; these waived inventions with those waived under the separately
" issued Class Waiver for CRADAS through license agreements with cost-sharing participants |
-under the CRADAS, thereby enhancing the movement of the waived inventions to the

- commercial marketplace. " - A SRR B R

. ' Furthermore, the grant of a Class Waiver of identified inventions as set forth herein will
-~ enable DOE to take advantage of the technology transfer capabilities of BDM Oklahoma.

‘Permitting BDM Oklahoma to retain tile to 2 broad range of important energy-telated ,

'inventidns, éxcept those imbued with the hational interest, should further enhance the technology

- “transfér initiatives of the Department. . o ' S

. Lastly, BDM Oklahoma has agreed 10 attempt to commercialize the waived inventions
- within five years‘from the time the waiver is effective. This commitment to early ,
" commercialization by BDM Oklahoma will best promote the commercial utilization of such .
- inventions and make the. benefits of the research effort conducted under the 91008 Coritract
 widely available to the public in the shortest practicable time, consistent with the objectives and

' .-".§onsideraﬂbn5 of DOE's waiver regulations.




Implemenmfmn nf tlus Class Walver Is to be by u auuple proccdurc whxch rcqmrcs. _—

SR (ty BDM Okiahoma reporing o i iaventon within the times specifiedin
ST the 91008 Conract and ideudlying he source of the program funding in
L T mc Invenuon disclosure; - -

RETRE _ " A @ BDM 0k1ahoma elec.unu in wutmg whcther or not to rctain utle to the
ST o mvemlon at the time of dxsclosurc or within onc c year of disclosure;

g Lot : - - N : (3) ’ chrcaculd.lwu a.ftcr rcasonable mtcmal mquuy that the mventxon falls
Lo ' o ;wuhm thc Class Wmver‘ :

MG chrcscntauon to its best knowledge and behef that the invention is not
. - -subjcct to mtcrnatxonnl ngrcement., or treaties of the. Govemment, subject
Jolor e .U+ to another class waiver, subject of any excepuonal circumstances -
S ' dctcumnanon, or covm'cd by uny other exceptxon to tlns Class Waiver; and

R R I chrcscntauon that it will nttemptmwmmef‘”ahze the invention through
b . : , xts hccnsccs thbm five years from the time the wmver is effective.

1 Aftcr review of. the mven'aon dtsclosure and relevant facts DOE Patent Coimsel will
R ccmfy whether the waiver is applicable to the invention. The waiver of DO nghts in an elected.
Y. . invcntion shall be. effecuve sixty (60) days after receipt by DOE Patent ¢ovnsel of RDM.

OklahOma s clectxon of thati mvenuon, unless DOE Patent Counsel notifies HI M Oklahoma

_-within the 60. day period (ors one time extension of thirty (30) days it Patent ( :ounsel advises
. - that the extension is needed for Patent Counsel to make its determnnanm) that a determination
o . has been made that the Class Wmver does not apply to the mventmn and the rzmonale for such
e detenmnauon. ‘ : .

SN el Tlus waiver of the Govemment’s nghts in inventions as set fonh hcreln is SllbjeCl 10 the
Govcmment s retention of: (1) a non-exclhisive, non-transferable, Irfevocable, world-wide,
* paid-up license 1o practice or 1n have practiced for or on behalf of the United States the waived
:: invention, arid (2) the standard (iovernment march-in rights.of 35 USC 203.. Tn addition,
.. inasmuch as R1O)M Oklzhama hasa right 10 elect 10 retain uuc under this Class Waiver withyut a
o - shiowng of any- plans and. mtenuons for commercializing a specific i invention at the time of its .
Sl ;’ electian, NOF, pursuant to the provisions of the 91008 contract implementiug, aud as a condition -
T " o of this class wajver, also has the right at the end of 4 five year periud after the election to require
AT . BDM Oklahoma 10 grant appropriate licensés if BDM Oklahoma his not made a satisfactory
: ' demonsuauon that it or. 1ts llcensee(s) is auwcly pumung oonnncmalxzanon of the invention.

* The ;.,ram ol‘ llu; Class Wmvcr should not n:sult in advcrsc cffccts on compctmon or
. -" - ‘waiket concentration. Waived inventions will be subject to a royalty-free license to the
R Govemment and DOE has the right to’ rcqmrc periodic repon., on the utxlxzatxon or the efforts at




N "'obtatmng utthzanon that are bemg made for the wmved tnvenuons. IfBDM Oklahoma is not
making reasonableé efforts to utilize a watved mvennon, DOE can exerc1se its march-m-nght and
- -,}‘requtre hcensmg of the tnvennon. ' , _

Accordtngly, in v1ew of the statutory objecnves to be obtamed apd the factors to bé

. "-_'constdered under DOE's statutéry wajver. pohcy. the objectives of Public Law 101-189, and

Executive Order 12591 all of which have been considered, it is believed that the Class Waiver as
-~ set forth above will best serve the interest of the United States and the general pubhc Itis
-'therefore reeommended that the wzuver be granted.

',"Robert J.  Fishe

R o ,MarkP Dvorscak -
. Adting Deputy Chief Counsel | . - Senior Patent Attorney . : :
" “Intellectual _I’_’r_operty. Law _Departmept TR Intellectual Property Law Department
:t_-»Date Chvvsl \%L

- Date:

: Based o'n the foregotng'Statexﬁent'of .Coneideratio'ns itis deteﬁhined that the interest of
‘the Umted States and the general public will best be served by a waiver of United States and
y foretgn patent rights as set forth herein and, therefore the waiver is granted subject to the terms

B ; of the 91008 Contract as amended. This waiver shall not affect 4 any watver prevmusly granted.

" Fossil Energy, HQ -

APPROVED

'Ph’tnela. Godley, Asszstamﬁ{ecretary

FE-1 - 4GOS4FORS . .t Intellectual Property, HQ

Datej/m /fV,-_/ffé o ‘--Date ﬂ ZO’ﬁé




